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Attorney Docket No. 47004.000086 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of : 

Kevin M. SULLIVAN 

Serial No.: 09/761,763 

Filed: January 18, 2001 

For: SYSTEM AND METHOD FOR 
ADMINISTERING A 
BROKERAGE REBATE 
PROGRAM 

Assistant Commissioner for Patents 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 



Sir: 



Group Art Unit: Not Assigned 
Examiner: Not Assigned 



DECLARATION IN SUPPORT OF 
AN INFORMATION DISCLOSURE STATEMENT 



Sir: 



I, Kevin M. Sullivan, hereby declare: 



1. I am presently Senior Vice President of Partnership Marketing for First USA Bank 
, ("First USA Bank"), Inc., at Three Christina Centre, 201 North Walnut Street, 

Wilmington, DE 19801, and have been employed in that capacity since November 
; 1997. 

2. In accepting emplojnnent with First USA Bank in November 1997, an objective of 
my position was to establish and maintain partnership relationships with outside 
companies pertaining to the issuance of credit cards under various "co-branding" 
arrangements. 
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3. Prior to January 18, 2000, First USA Bank formed a partnership with an outside 
company (referred to below as "Company X"), where First USA Bank was to 
function as an issuer of credit cards, and Company X was to act as a "co-brander" 

' of the credit cards. 

4. First USA Bank and Company X signed an agreement to set forth the terms of their 
relationship. The agreement included confidentiality provisions (note Exhibit A), 
whereby the parties acknowledged and agreed that the terms of the agreement and 
all information provided to or in connection with either party's performance under 
the agreement shall be considered confidential, including information pertaining to 
inventions. 

5. Prior to January 18, 2000, I conceived of a program whereby rebates eamed 
through the use of a credit card could be applied to fund trades made using a 
brokerage service, thus providing a "Free Trades Program." 

6. Prior to January 18, 2000, First USA Bank held a meeting (the "Meeting") with its 
partner. Company X. In that Meeting, First USA distributed an outline describing 
certain aspects of the Free Trades Program (see Exhibit B) to at least one 
representative of Company X. I was present at this meeting. 

7. Based on my understanding. First USA Bank distributed the Free Trades Program 
outline to Company X to open a dialogue between First USA Bank and Company 
X regarding the Free Trades Program. 

8. Based on my understanding, subsequent to the Meeting, there were no further 
discussions of any substantial nature between First USA Bank and Company X 
regarding the Free Trades Program, nor did First USA Bank and Company X take 
steps, as partners, toward implementing the Free Trades Program of any substantial 
nature. 

9. I understand that the United States Patent and Trademark Office requires everyone 
involved in the prosecution of an application for a patent to disclose events that 
may have a material bearing on the examination of the application, and I am 
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accordingly submitting this Declaration to have the record reflect the above- 
described background event in the development of the above-captioned invention. 
10. I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, 
under Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issuing 
thereon. 




Respectfully submitted, 




Kevin M. Sullivan 



Date 




201 North Walnut Street 
Wilmington, PE 19801 

with a copy to: General Counsel 

or to such other persons or address as either party shall designate to the other 
by written notice given in the foregoing manner. All such notices shall be 
deemed vadidly given when received. 

16. Assignment . Company may not transfer, assign, or otherwise 
convey this Agreement or its rights or obligations hereunder without the prior 
written consent of FUSA. ETJSA may transfer, assign, or otherwise convey this 
Agreement and any of its rights and obligations hereimder upon a minimum 
of sixty (60) prior written notice to Company and provided that (i) neither the 
assignee nor its affiliates compete with Company; (ii) that the assignee assumes 
(either eicpressly in writing or by operation of law) all of FUSA*s rights and 
obligatioris under this Agreement; (iii) that the assignee is a member in good 
standing of MasterCard and Visa; (iv) that the assignee has a financial 
condition comparable to FUSA; and (v) that the assignee is ranked in the 
overall top thirty credit card issuers according to Faullcner and Gray 
publications. The term "compete with Company" as used in the preceding 
sentence shall mean a third party (including its affiliates) offering one or more 
of the same products or services as Company or offering a product or service 
representing a functional alternative for Company Customers. 

17. Confidentiality . 

(a) The parties acknowledge and agree that the terms of this 
Agreement and aU information provided to or in connection with either 
party's performance under this Agreement shall be considered confidential and 
proprietary information ("Confidential Information") and shall not be 
disclosed to any third party without the prior written consent of the party 
providing the Confidential Information ("Disclosing Party'O. Confidential 
Information shall include, without limitation: (i) names, addresses, and 
demographic, behavioral, and credit information relating to FUSA 
Cardholders, potential FUSA Cardholders or the lists provided to FUSA 
pursuant to Paragraph 3; (ii) marketing materials, strategies and targeting 
methods; (iii) business objectives, business strategies, schedules, databases, 
financial information, assets, trade secrets, processes, methods of operation, 
forecasts and properties; (iv) inventions (whether patentable or otherwise), 
technology, software development tools, designs, formulas, (spm tntrntiooaiiy blank] 



programs, algorithms, computer code, software design and architecture, 
schematics, programming techniques and technical, developmental, cost ancl 
processing information; and, also, (v) any information exchanged by the 
parties marked "Cor\fidentiaI". Nothing herein shall prohibit Company from 
disclosmg the fact that this Agreement exists and LHe date of its expiration 
when negotiating with a potential replacement provider. 

(b) The party receiving such Confidential Information ("Receiving 
Party") shall use Confidential Information only for the purpose of performing 
the tenns of this Agreement and shall not accumulate in any way or make 
use of Confidential Information for any other purpose. The Receiving Party 
shall ensure that only its employees, authorized agents, or subcontractors 
who need to know Confidential Information to perform or comply with this 
Agreement will receive Confidential Information and that such persons agree 
to be bound by the provisions of this Paragraph and maintain the 
Confidential Information herevmder strictly confidential. 

(c) The obligations with respect to Confidential Information shall 
not apply to information or Confidential Information that (ii) either party 
or its personnel already know at the time it is disclosed to that party as shown 
by its written records; (ii) is publicly known without breach of this 
Agreement; (iii) either party received from a third party authorized to 
disclose it without restriction; (iv) either party, its ageits or subcontractors, 
developed independendy without use of Confidential Information; or (v) 
either party is required by law, regulation or valid court or governmental 
agency order to disclose, in which case the party receiving such an order must 
give notice to the other party, allowing them to seek a protective order. 

(d) Each party agrees that any unauthorized use or disclosure of 
Confidential Information may cause immediate and irreparable harm to the 
Disclosing Party for which money damages may not constitute an adequate 
remedy. In that event, each party agrees that injunctive relief may be 
warranted in addition to any other remedies the Disclosing Party may have. 
In addition, the Receiving Party agrees promptiy to- advise the Disclosing 
Party in writing of any unauthorized misappropriation, disclosure or use by 
any person of the Confidential Information which may come to its attention 
aiui to the extent that the Receiving Party is responsible for such 
unauthorized conduct, to take all appropriate steps at its own expense 
reasonably requested by the Disclosing Party to limit, stop or otherwise 
remedy such misappropriation, disclosxire or use. 

(e) Upon either part/s demand, or upon the termination of this 
Agreement, the parties shall comply with each other's reasonable instructioT\s 
regarding the disposition of Confidential Information which may include 
return of any and all Confidential Information (including any copies or 
reproductions thereof). Such compliance shall be certified in writing. 



Lnduding a statement that no copies of confidential information have been 
kept 

(f) Except as necessary or appropriate for its performance under this 
Agreement, Company shall not use the name of FUSA, its affiliates or 
subsidiaries in connection with any representation, solicitation, promotion, 
sales or marketing publication or advertisement, or make any public 
statement relating to FUSA, its affiliates or subsidiaries, without the prior full 
disdosxire of same to FUSA, and the prior written consent of FUSA. 

•4 

18. Cure Period . In the event that either party defaults in the 
performance of any obligation hereimder aiKi such default is capable of being 
cured, such party shall have thirty (30) days from the receipt of written notice 
of such default from the non-defaufiiiig party to cither (i) remedy the default, 
or (ii) if the defaialt caimot be remedied within such thirty (30) day period, 
such time period shall be extended for an additional period of not more than 
thirty (30) days, so long as the defaulting party has iwtified the nonrdefaulting 
party in writing and in detail of its plans to initiate substantive steps to 
remedy the default and diligently thereafter pursue same, and the defaulting 
party has immediately, continuously and diligently pursued such plans in an 
attempt to cure such default as soon as possible. The cure period described in 
this Section 18 shall not apply to breaches of Confidentiality. 

19. Fxclu^ve Agreement. This Agreement constitutes the entire 
agreement of the pauties with respect to the specific sxit^ect matter hereof and 
supersedes all previotis written and /or oral agreements and understandings 
between the parties. Any modification of this Agreement must be in writing 
and signed by all the parties hereto. 

20. Governing Law. This Agreement shall be governed by, and 
construed and enforced in accordance with, the laws of the State of Delaware. 

21. Severability . Should any term of this Agreement be held invalid 
by a court or other tribunal of competent jurisdiction, such invalidity shall 
not affect Ae validity of any other term or condition hereof, 

22. Waiver . Any waiver by either party of a breach of any provision 
of this Agreement shall not operate as or be construed to be a waiver of any 
other breach of such provision or of any breach of any other provision of this 
Agreement. The failure of a party to insist upon strict adherence to any term 
of this Agreement on one or more occasions shall neither be considered a 
waiver nor deprive such party of any right to insist on strict adherence to 
such term or any other term of this Agreement Any waiver must be in - 
writing. 
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